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DETAILED ACTION 



Election/Restrictions 

1. Applicant’s election without traverse of invention of Group II, claims 33-56 in the 
reply filed on 27 October 2006 is acknowledged. 



Claim Rejections - 35 USC § 102 and § 103 

2. The following is a quotation of the appropriate paragraphs of 35 U.5.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 



3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 



4. Claims 33, 37, 43, 44, 46 and 50 are rejected under 35 U.S.C. 102(b) as being 
clearly anticipated by Ohsima et al. (US 5,482,601). Ohshima's invention is directed to a 
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device for the production of carbon nanotubes comprises an electrode arrangement 2 
having a surface; a counter-electrode 6, at least one of the electrodes including carbon, 
the electrodes being separated by a gap; and an electrical voltage supply configured to 
produce an electrical discharge in the gap to form at least one carbon nanotube in a first 
region of the surface (see Fig. 1; col. 2, line 47through col. 3, line 30; and col. 4, lines 1-31). 

As to the subject matter of claim 37, it is inherently in Ohshima's teachings when a 
drive mechanism 5 is continuously operated to rotate the electrode arrangement 2. 

As to the subject matter of claims 43 and 44, it is inherently in Ohshima's 
teachings when considering the rod-shaped counter electrode 6 having a tip end 6a. 

As to the subject matter of claim 46, Ohshima's position adjuster 7 is the recited 
electrical sensing apparatus. 

5. Claims 35, 39 and 40 are rejected under 35 U.5.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Ohshima '601. Ohshima as applied 
above discloses a helium-containing atmosphere (col. 4, lines 10-20) and carbonaceous 
material for the electrodes (col. 2, lines 50-52 and col. 3, lines 1-4). To the subject 
matter of each of the above claims, it has been held that the disclosure in the prior art of 
any value within the claimed range is an anticipation of that range. Titanium Metals 
Corporation of America v. Banner, 227 USPQ 773. And a prima facie case of obviousness 
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exists in the case where the claimed range overlaps range disclosed by the prior art. In re 
Wertheim 191 USPQ 90. 

6. Claims 34, 36, 38, 41, 42, 45, 47-49 and 51-56 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Ohshima "601 in view of Takikawa et al. (US 6,759,024 B2). 
The difference between Ohshima as applied above and the instant claims are the limitation 
recited in each of the instant claims. Takikawa shows in an apparatus for the production 
of carbon nanotube by arc discharge that an electrode arrangement of graphite is 
preferably with a range of between 1mm and 7mmm (col. 6, lines 59-65); the arc discharge 
is produced in air atmosphere in addition to helium atmosphere (col. 6, lines 28-54); the 
movement between electrode arrangement and the counter-electrode (col. 9, lines 19-40); 
and the arc discharge is carried out by means a DC, a DC pulse, an AC or an AC pulse (col. 
8, lines 45-50) with a current between 5 to 500 A (col. 7, lines 50-52). As to the recited 
counter-electrode as a cathode, it would be in Takikawa's teachings when the electrical 
discharge is by means of an AC pulse. As to the subject matter of claims 34 and 53, a 
prima facie case of obviousness exists in the case where the claimed ranges and prior art 
ranges do not overlap but are closed enough. As to the subject matter of other claims, 
the subject matter as a whole would have been obvious to one having ordinary skill in the 
art at the time the invention was made to have modified Ohshima's teachings as shown by 
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Takikawa because the selection of any of known equivalent arc discharge for the 
production of carbon nanotubes would be within the level of ordinary skill in the art. 

As to the subject matter of claim 45 or 49, the selection of the form of the 
counter-electrode would be within the level of ordinary skill in the art. 

As to the subject matter of claim 48, the selection of any of known equivalent 
arrangements for feeding an end of the counter-electrode towards the electrode 
arrangement would be within the level of ordinary skill in the art. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kishor Mayekar whose telephone number is (571) 272- 
1339. The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nam Nguyen can be reached on (571) 272-1342. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
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access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 



Representative or access to the automated information system, call 800-786-9199 (IN 



USA OR CANADA) or 571-272-1000. 






Kishor May^kar 
Primary Examiner 
Art Unit 1753 




